The opinion in support of the decision being entered today was not written for
publication and is not binding precedent of the Board.
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KRATZ, Adm nistrative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on appeal fromthe exam ner's final
rejection of clains 1-6.

BACKGROUND

Appel l ants' invention relates to a pressure-sensitive
adhesi ve containing an acryl ate pol ynmer produced by enul sion
pol ynmeri zation in the presence of a styrene-containing polymner
seed latex. The seed latex is itself fornmed by enul sion
pol ynmeri zation. An understanding of the invention can be derived

froma reading of exenplary claim1, which is reproduced bel ow
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1. In a pressure-sensitive adhesive conprised of
enmul si on polynerized units of (a) from®60 to 95 percent
by wei ght of at |east one GC.,, al kyl acrylate; (b) from
0 to 10 percent by weight of ethylenically unsaturated
conpounds having a glass transition tenperature of
above 0°C and contain no functional group other than an
ethylenically unsaturated groups (c) fromO to 10
percent by wei ght of ethylenically unsaturated conpound
having at | east one acid or acid anhydride group; and
(d) fromO to 20 percent by weight of further
et hyl eni cal | y unsat urat ed conpounds, wei ght percentages
based on the total weight of polymer, the inprovenent
whi ch conprises formng said pressure-sensitive
adhesi ve by emnul sion polynerization in the presence of
a styrene containing polyner seed | atex, said styrene
cont ai ni ng polyner |atex formed by enul sion
pol ynmeri zati on.

The prior art references of record relied upon by the
exam ner in rejecting the appeal ed cl ai ns are:

Yang 5,013, 784 May 07, 1991
Lu et al. (Lu) 6, 048, 611 Apr. 11, 2000
Clainms 1-6 stand rejected under 35 U.S.C. §8 102(b) as
anticipated by or, in the alternative, under 35 U S.C. § 103(a)

as bei ng unpatentable over Yang or Lu.
W refer to the brief and reply brief and to the answer for
a conpl ete exposition of the opposing viewpoints expressed by

appel l ants and the exam ner concerning the issues before us on

this appeal .
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OPI NI ON

Havi ng carefully consi dered each of appellants’ argunents
set forth in the brief and reply brief, appellants have not
persuaded us of reversible error on the part of the exam ner.
Accordingly, we will affirmthe examner’s rejections for
substantially the reasons set forth by the exam ner in the
answer. W add the follow ng for enphasis.

Appel l ants argue the rejected clainms as a group. Thus, we
sel ect independent claim1l as the representative claimon which
we shall decide this appeal

A review of representative claim1l reveals that the clainmed
adhesi ve product is defined, at least in part, by the nethod of
maki ng sanme; that is, in a product-by-process fornmat. The
patentability of such a claimis determ ned based on the product

itself, not on the nethod of making it. See In re Thorpe, 777

F.2d 695, 697, 227 USPQ 964, 966 (Fed. Cir. 1985) (“If the
product in a product-by-process claimis the sane as or obvious
froma product of the prior art, the claimis unpatentable even
t hough the prior art product was made by a different process.”).
We agree with appellants (reply brief, page 2) that the
Jepson cl aimed format enpl oyed is not an adm ssion by appellants

that the here clainmed product is an admtted prior art product.
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However, we agree with the exam ner that Lu and Yang each

di scl ose and/ or suggest a pressure-sensitive adhesive that
reasonably appear to be enbraced by products falling within the
scope of representative claim1l for reasons substantially as set
forth at pages 3 through 7 of the answer. In this regard, Lu
(see, e.g., colum 2, line 65 through colum 5, line 9 and
Exanpl es 2 and 4-6) teaches a | atex pressure-sensitive adhesive

formed via emul sion polynerization using, inter alia, an alkyl

acryl ate nononer, such as 2-ethyl hexyl acrylate, and a
pol ystyrene as part of the reactant m xture. Simlarly, Yang
(colum 2, line 50 through colum 5, line 5) discloses |atex
pressure-sensitive adhesives prepared froma reaction m xture of
al kyl acrylate nononers of the clained type in the presence of a
styrene-containing resin. Gven the above and for reasons stated
in the answer, we agree with the exam ner’s anticipation and
obvi ousness determ nati ons.

Starting with the exam ner’s obvi ousness rejection
alternative, we note that appellants (brief, pages 5-7) do not
contest the exam ner’s determ nation that the applied teachings

of Lu or Yang establish a prima facie case of obviousness for the
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clained subject matter.! Rather, appellants focus on alleged
unexpected results for the clained subject matter in arguing
agai nst the obvi ousness determ nation of the exam ner.
Appel l ants maintain that the specification Exanples 1 and 2
establish unexpected results for the cl ai med adhesi ve product
over the adhesive products of the applied references. W note
that the question as to whether unexpected advantages have been

denonstrated is a factual question. 1n re Johnson, 747 F.2d

1456, 1460, 223 USPQ 1260, 1263 (Fed. Cir. 1984). It is
i ncunbent upon appellants to supply the factual basis to rebut

the prima facie case of obvi ousness established by the exam ner.

See, e.g., In re Kl osak, 455 F.2d 1077, 1080, 173 USPQ 14, 16

(CCPA 1972). Appellants, however, do not provide an adequate

L'While the issues to be resolved in a § 102/8 103 rejection
of a product-by-process claimare generally considered to be
substantially the same and often resol ved together (see, e.g., In
re Best, 562 F.2d 1252, 1255, 195 USPQ 430, 433-34 (CCPA 1977);
In re Brown, 459 F.2d 531, 535, 173 USPQ 685, 688 (CCPA 1972));
here, appellants have separately argued the anticipation and
obvi ousness issues in the brief. Mreover, appellants have not
presented any argunents contesting the presentation of a prim
facie case of obviousness. Thus, we consider the obvi ousness and
anticipation rejections separately in this appeal. 1In this
regard, argunents that could have been nmade but were not
presented in the briefs are deened to be waived. See
37 CFR 8 41.37(c)(1)(vii).
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factual basis and explanation regarding sanme, that is referred to
in the briefs, to support a conclusion of unexpected advant ages.
In particular, appellants have not established that the test
results presented in the specification represent unexpected
results since the furnished test results are not reasonably
comensurate in scope with the here clained invention. W note
that representative claim1l is not limted to an adhesi ve product
that is nade using the procedure outlined in Exanple 2 of the
specification, including an initial charge of polystyrene seed
| atex and an adhesive fornulation as specified in the tables
presented on page 9 of the specification, and further including
the specific reaction conditions and other materials set forth
i n maki ng the adhesive product of that Exanple as evident by a
conparison of representative claim1l wth specification Exanple
2. Thus, it is apparent that appellants’ evidence is
considerably nore narrow in scope than representati ve appeal ed
claim1, as maintained by the exam ner in the answer (page 7).

See Inre Dill, 604 F.2d 1356, 1361, 202 USPQ 805, 808 (CCPA

1979) .
Nor have appellants satisfied their burden of explaining how

the results reported for Exanple 2 can be extrapol ated therefrom
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so as to be reasonably guaranteed as attainabl e through
practicing the invention as broadly clained.

Al so, appellants (brief, page 6) have not shown that the
conpari son Exanple 1, which is seem ngly argued as being
equi valent to the adhesive of the applied references and the
control of the test conparisons Tables 1-5 (specification, pages
10-13) were prepared under conditions that fairly represents the
cl osest prior art. Also, it is not clear how a fair conparison
can be nmade considering the nunmerous unfixed variabl es invol ved
in those tests, such as differences in the adhesive fornulation
mononers and enul sifier conposition, as well as reaction
techni ques and conditions as pointed out by the examner in the
answer (paragraph bridging pages 7 and 8) and as further nade
evident by a review of the specification Exanples.

| ndeed, at page 13 of the specification, it is stated that:

The preferred exanple shows sonme differentiation from

the latex blend and is nore |ike the PSA control. As

in Table 3, addition of a tackifying resin to the 20%

blend will inprove peel on LDPE and corrugated, Table

5. In fact, the performance of the exanple 2 | atex

conpares favorably with both the tackified blend and a

tackified general purpose commercial |abel adhesive,

Tabl e 5.

Consequently, we are not satisfied that appellants have

satisfied the burden of establishing that the evidence of record
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that is offered for conparison, as discussed in the briefs,
denonstrates results that are truly unexpected and comrensurate
in scope with representative claim 1.

Hence, we conclude that the clainmed subject matter as a
whol e woul d have been obvious to one of ordinary skill in the
art, on this record.

Concerning the exam ner’s anticipation rejection, we note
t hat when the appellants’ product and that of the prior art
appear to be identical or substantially identical, as here, the
burden shifts to the appellants to provide evidence that the
prior art product does not necessarily or inherently possess the
relied-upon characteristics of the appellants’ clai nmed product.

See In re Fitzgerald, 619 F.2d 67, 70, 205 USPQ 594, 596 (CCPA

1980); In re Fessmann, 489 F.2d 742, 745, 180 USPQ 324, 326 ( CCPA

1974). The reason is that the Patent and Trademark O fice (PTO

is not able to manufacture and conpare products. See In re Best,

562 F.2d at 1255, 195 USPQ at 434; In re Brown, 459 F.2d at 535,

173 USPQ at 688 (CCPA 1972).

Concerni ng appel l ants’ burden of furnishing evidence to show
a patentabl e product distinction, appellants maintain that:

In Applicant’s pressure-sensitive adhesive, one can

visualize the structural characteristics, and therefore
the differences, between a polyner forned in the
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presence of an insol ubl e polystyrene seed | atex and one
formed wherein the polymer is soluble in the polyner

mx. |In Applicant’s pol ynerization enploying an
i nsol ubl e pol yner seed, the seed | atex provides a
“core” over which a polyneric shell is formed. On the

ot her hand a polynmer fornmed in the presence of solution

pol yneri zed pol ystyrene, as was done in Yang, cannot

provide a “core” and thus there can be no shell because

the solution polynerized polynmer is soluble in the

monomer mx. Structurally, then it would be rather

apparent to a polyner chem st that the polyners would

be substantially different and, therefore, would not

have identical properties. Also, a polyner forned in

t he presence of a hydrophobic resin, as in Lu et al.

woul d be expected to result in a product in which the

hydr ophobic resin is separate fromthe polynmer fornmed

fromacrylate and vinyl nononers.

However, that argunentation of counsel in the briefs is not
fairly substantiated with evidence so as to satisfy appellants’
burden to show that the representative product-by process claiml
actually describes a different product than described in the
applied prior art.

To the extent appellants are arguing that representative
claimlis limted to a core/shell polynmer based on the process
l[imtations recited therein and is structurally distinct fromthe
products taught by the applied references, we agree with the
exam ner (answer, pages 6 and 7) that appellants have not
substanti ated that argunent with persuasive evidence on this
record. In this regard, we note that representative claim1l does

not explicitly require a core/shell product structure. Nor have
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appellants fairly evinced that the presence of a polystyrene seed
| at ex during enul sion polynerization necessarily results in such
a structure.

Moreover, the different properties for the clainmed product
that appellants assert is established by Exanples 1 and 2 and
Tabl es 2-4 of the specification is not persuasive in that Exanple
2 has not been denonstrated as being comrensurate in scope with
representative claim1l1l and al |l eged conpari son Exanple 1 has not
been established as fairly representing the products described in
each of the applied references for reasons as set forth above and
in the answer. Mreover, multiple unfixed variables exist in the
conparison as a review of Exanples 1 and 2 of the specification
readily makes clear, as further discussed above and in the
answer. Concerning this matter, appellants, not the Board, have
t he burden of comng forward with evidence, including ferreting
out particular facts (e.g., data) fromthe specification, which
may support appellants’ position. This appellants have not
acconpl i shed by the general references to the specification
Exanpl es and Tables in the brief (paragraph bridging pages 4 and
5). Here, appellants sinply have not net the requisite burden to

show that the process |[imtations of representative product-by-
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process claim1 actually result in a different product for
reasons set forth herein and in the answer.

In sum the exam ner has proffered a reasonabl e expl anati on
in the answer as to why a core/shell polynmer is not required by
representative product-by-process claiml and as to why the
applied references reasonably woul d have been expected to result
in structurally indistinct products fromthose enbraced by
representative claim1l1l that has not been fairly rebutted by
appel | ant s.

It follows that we shall sustain the exam ner’s rejections

on this record.

CONCLUSI ON

The decision of the examner to reject clains 1-6 under
35 U.S.C. 8 102(b) as anticipated by or, in the alternative,
under 35 U.S.C. §8 103(a) as being unpatentable over Yang or Lu is

af firned.
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No tinme period for taking any subsequent action in

connection wth this appeal

§ 1.136(a).
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Adm ni strative Patent Judge
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Adm ni strative Patent Judge

CATHERI NE TI WM
Adm ni strative Patent Judge
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